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DETAILED ACTION 

Claim Objections 

1 . Claim 6 is objected to because of the following informalities: the phrase 
"dimensionally stable" is duplicated in line 2. Appropriate correction is required. 

2. Claim 16 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The claim does not list any 
materials which the catalyst material comprises, and therefore does not limit parent 
claim. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 7 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claim 7 recites the limitation "the uncoated material" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

6. Claim 16 does not add any limitations to the parent claim. For purposes of this 
examination, as the error in claim 16 appears to be a typographical error, the examiner 
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will refer to the unamended claims submitted on 6/28/04 and examine claim 16 with the 
limitation contained in the unamended claim of 'the catalyst material comprising one or 
more oxides or mixed oxides of rare earths or of one or more aluminates or of one or 
more silicates or of one or more titanates or titanium dioxides'. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-4, 6, 10 and 11 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Motoki et al. (US 5,925,156). 

Regarding claim 1 , Motoki discloses a filter element (Fig. 10A/B) comprising a 
porous (filter) formed body (col. 10, lines 13-1 5, (1 1 1 )) with an interior that forms 
a space for unfiltered fluid (G), wherein the interior of the formed body includes a 
catalyst material (1 12, C) and an open flow channel (see Fig. 10A/B, the center 
of the filter element remains open). 

Regarding claim 2, Motoki, as discussed in claim 1 above, further discloses 
the porous formed body (111) has a wall (see Fig. 10A/B), and further comprising 
a porous or perforated formed body insert (porous tubular support member, col. 
10 lines 13-15, (115)) which is inserted into the interior such that it is spaced 
apart from the wall (see annular space between 1 15 and 1 1 1 in Figs. 10A/B) of 
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the porous formed body and causes the flow channel to remain open (see Figs. 
10A/B), and wherein the intermediate space (annular space) between the porous 
formed body and the formed body insert is filled with catalyst material (col. 10 
lines 17-19). 

Regarding claims 3 and 4, Motoki, as discussed in claim 2 above, further 
discloses the formed body insert (support member) comprises a ceramic material 
or a metal (col. 5 line 58 - col. 6 line 9). 

Regarding claim 6, Motoki, as discussed in claim 1 above, further discloses a 
porous catalyst body (catalyst is contained in solid body, col. 12 lines 23-30, 
(117)) which is inserted into the interior of the formed body (see Fig. 13A/B), 
wherein said catalyst body comprises the catalyst material (col. 12 lines 23-30) 
and causes the flow channel to remain open (see Fig. 13A/B). 

Regarding claims 10 and 1 1 , Motoki, as discussed in claims 2 and 6 above, 
further discloses porous formed body (111) has a cylindrical configuration 
(tubular, col. 10 lines 13-15) and the interior is closed on one side (see Figs. 
10A/B and 13A/B) and wherein the formed body insert (coh 10 lines 13-15, (115)) 
and catalyst body (col. 12 lines 23-30, (117)) are tubes that are open on both 
sides (see Figs. 10A/B, 13A/B). 



Claim Rejections -35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Motoki et 
al. (US 5,925,156) as applied to claim 2 above, and further in view of Cisar et al. (US 
6,054,228). 

Regarding claim 5, Motoki, as discussed in claim 2 above, fails to teach the 
formed body insert comprising a plastic. 
Cisar also discloses a filter for gases. 

Cisar teaches a polycarbonate filter (plastic) in order to preferentially remove 
water from a gaseous stream (col. 16 line 60 - col. 1 7 line 1 ). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the polycarbonate filter of Cisar in the formed body insert filter of 
Motoki in order to preferentially remove water from a gas stream. 
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12. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Motoki et al. (US 5,925,156) as applied to claim 1 above, and further in view of Buck 
(US 6,284,201). 

Regarding claims 7 and 8, the high temperature filtering apparatus of Motoki 
(col. 1 lines 4-7), as discussed in claim 1 above, fails to teach the catalytic 
material comprises metallic or ceramic (which is a metallic oxide, see "ceramic" 
The American Heritage® Science Dictionary Houghton Mifflin Company) fibers. 

Buck discloses an apparatus for purification of gases also comprising filters. 

Buck teaches ceramic fibers coated with catalytic material in order to provide 
a material that is resistant to high temperature (col. 4 lines 12-23). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the ceramic fibers of Buck in the catalytically coated material of 
Motoki in order to provide a material that is resistant to high temperature. 

13. Claim 9 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Motoki et 
al. (US 5,925,1 56) as applied to claim 1 above, and further in view of Moroni et al. (US 
3,925,248). 

Regarding claim 9, Motoki, as discussed in claim 1 above, fails to teach the 
catalytic material comprises plastic fibers or expanded plastics. 

Moroni also discloses an apparatus for filtering gasses. 

Moroni teaches a foam plastic catalyst support material (see abstract) in the 
form of extremely fine grains (fibers, col. 1 line 67-68) that is used in filtering and 
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purifying gasses, as an advantageous support material for removing odors an 
noxious substances (col. 1 line 54 - col. 2 line 13). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the plastic material of Moroni in the catalyst material of Motoki in 
order to advantageously purify gasses and remove odors and noxious 
substances. 

14. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Motoki et al. (US 5,925,156) as applied to claims 2 and 6 above, and further in 
view of Sellakumar (US 5,242,472). 

. Regarding claims 12 and 13, Motoki, as discussed in claims 2 and 6 above, 
teaches the porous formed body is cylindrical (tubular, col. 10 lines 13-15) and 
the formed body insert (115) and catalyst body (1 1 7) are open on both sides (see 
Figs. 10A/B, 13A/B). Motoki fails to teach the porous formed body having 
openings at both ends. 

Sellakumar also discloses a filtering apparatus. 

Sellakumar teaches filtering elements (17) that are open on both ends (col. 3 
lines 62-67) in order to allow fluid to be passed through filter in the axial direction 
quickly to remove filtered material that has built up on the filter (col. 4 lines 30- 
41). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to add openings on both sides of the filtering element, as in Sellakumar, 
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to the filter element of Motoki in order to allow fluid to be passed through filter in 
the axial direction quickly to remove filtered material that has built up on the filter. 

15. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Motoki et al. (US 5,925,156) as applied to claims 2 and 6 above, and further in 
view of Prolss (US 4,243,536). 

Regarding claims 14 and 15, Motoki, as discussed in claims 2 and 6 above, 
further discloses the porous formed body (111) has a peripheral wall, a bottom 
wall, and a top wall (see Figs. 10A/B, 13A/B) which enclose an interior region, 
and wherein the formed body insert (115) and catalyst body (117) represent a 
smaller version of the porous formed body (see Figs. 10A/B, 13A/B). 
Motoki fails to teach the porous formed body having a disk shape. 
Prolss also discloses a filter apparatus. 

Prolss teaches a filter apparatus with disk shaped filter elements (4) with 
inlets and outlets at the top and bottom of the elements (col. 1 lines 52-68, see 
Fig. 1 ), in order to provide an efficient filter that is simple and economical (col. 1 
lines 52-68). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use filter elements in the shape of disks, as in Prolss, in the filter 
element of Motoki in order to provide an efficient filter that is simple and 
economical. 
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16. Claims 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Motoki et al. (US 5,925,156) as applied to claim 1 above, and further in view of Nishino 
et al. (US 4,350,613). 

Regarding claims 16-20, Motoki, as discussed in claim 1 above, teaches an 
apparatus for treating exhaust gas from a combustion reaction (col. 1 lines 4-7). 

Motoki fails to teach that the catalyst material comprises an oxide, calcium 
aluminate, and a platinum promoter. 

Nishino also discloses an apparatus for treating exhaust gas from a 
combustion reaction (col. 1 lines 5-10). 

Nishino teaches a catalyst for purifying exhaust gasses by preferentially 
removing carbon monoxide and hydrocarbons from the exhaust gas (col. 1 lines 
5-10). The catalyst is comprised of calcium aluminate, titanium oxide, and a 
platinum promoter/noble metal (see abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the catalyst of Nishino with calcium aluminate, titanium oxide 
and a platinum promoter in order to purify exhaust gasses by preferentially 
removing carbon monoxide and hydrocarbons from the exhaust gas. 

Conclusion 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Merkling whose telephone number is 571- 
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272-9813. The examiner can normally be reached on Monday - Friday 8:30-4:30pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa D. Neckel can be reached on 571-272-1446. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




MJM 



ALEXA D. NECKEL 
SUPERVISORY PATENT EXAMINER 




